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3DETAILED ACTION 

1. This is in response to the applicant's communication filed 
on 28 August 2009, wherein: 

Claims 1-19 are currently pending. 

Continued Examination Under 37 CFR 1.114 
1. A request for continued examination under 37 CFR 1.114, 
including the fee set forth in 37 CFR 1.17(e), was filed in this 
application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on 28 
August 200 9 has been entered. 

Claim Rejections - 35 USC §103 

1. The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

2. Claims 1-3, 7-9, 13-15, and 19 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Go Daddy, www.godaddy.com, 02 
February 2003 (hereinafter referred to as "Go Daddy", in view of 
Chauchard et al. (US 20020042719 Al) , based on the same 
reasoning provided in Examiner's previous Office Action. 

Referring to claim 1 : 
Go Daddy teaches: 
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A) the Facilitator's web site allowing access to an 
Entrepreneur over the Internet (Section I) ; and 

B) the Facilitator's web site registering with a Registry a 
requested available domain name having a label and a top-level 
domain in response to the Entrepreneur's request for the domain 
name on the Facilitator's web site (Section II). 

Go Daddy does not teach; however, Chauchard teaches 

C) assisting the Entrepreneur in trademarking a name, 
wherein the Facilitator's web site is accessible to a plurality 
of Entrepreneurs over the Internet (paragraphs 75-80) . 

Considering Go Daddy and Chauchard as a whole, it would 
have been obvious to one skilled in the art at the time of the 
invention to provide a process implementing a website such as Go 
Daddy with modifications as taught in Chauchard because this 
would provide a manner in which to conveniently trademark a 
domain name simultaneously with registering said domain name. 

Referring to claim 7 : 

Go Daddy teaches 

A) the Facilitator's web site allowing access to an 
Entrepreneur over the Internet (Section I) ; and 

B) the Facilitator's web site offering hosting services on 
a hosting server for the Entrepreneur's web site at an Internet 
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protocol address associated with a registered domain name having 
a label and a top-level domain (Section III; "Hosting") . 

Go Daddy does not teach; however, Chauchard teaches 

C) assisting the Entrepreneur in trademarking a name, 
wherein the Facilitator's web site is accessible to a plurality 
of Entrepreneurs over the Internet (paragraphs 75-80) . 

Considering Go Daddy and Chauchard as a whole, it would 
have been obvious to one skilled in the art at the time of the 
invention to provide a process implementing a website such as Go 
Daddy with modifications as taught in Chauchard because this 
would provide a manner in which to conveniently trademark a 
domain name simultaneously with receiving hosting services for 
the website associated with the domain name. 

Referring to claim 13: 

Go Daddy teaches: 

A) the Facilitator's web site allowing access to an 

Entrepreneur over the Internet (Section I); and 

B) the Facilitator's web site registering with a Registry a 
requested available domain name having a label and a top-level 
domain in response to the Entrepreneur's request for the domain 
name on the Facilitator's web site (Section II). 

C) the Facilitator's web site offering hosting services on 
a hosting server for the Entrepreneur's web site at an Internet 
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protocol address associated with a registered domain name having 
a label and a top-level domain (Section III; "Hosting") . 

Go Daddy does not teach; however, Chauchard teaches 

D) assisting the Entrepreneur in trademarking a name, 
wherein the Facilitator's web site is accessible to a plurality 
of Entrepreneurs over the Internet (paragraphs 75-80) . 

Considering Go Daddy and Chauchard as a whole, it would 
have been obvious to one skilled in the art at the time of the 
invention to provide a process implementing a website such as Go 
Daddy with modifications as taught in Chauchard because this 
would provide a manner in which to conveniently trademark a 
domain name simultaneously with registering said domain name and 
with receiving hosting services for the website associated with 
the domain name . 

Referring to claims 2, 8, and 14: 

Claims 2, 8, and 14 are dependent on claims 1, 7, and 13; 
therefore, the rejections of claims 1, 7, and 13 are 
incorporated herein. 

Go Daddy teaches assisting the Facilitator's web site 
assisting the Entrepreneur in selecting an available domain name 
based on one or more words chosen by the Entrepreneur to 
describe the Entrepreneur's business (Section II). 

Referring to claim 3, 9, and 15: 
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Claims 3, 9, and 15 are dependent on claims 1, 7, and 13; 
therefore, the rejections of claims 1, 7, and 13 are 
incorporated herein. 

Go Daddy teaches the Facilitator's web site submitting an 
Entrepreneur's web site associated with the registered domain 
name to one or more search engines (Section III, as explicated 
by Section IV) . 

Referring to claim 19: 

Go Daddy teaches: 

A) the Facilitator's web site accepting an Entrepreneur 
over the Internet (Section I) ; and 

B) the Facilitator's web site receiving information 
regarding the Entrepreneur that has accessed the Facilitator's 
web site (Section I) . 

C) the Facilitator's web site storing the information 
regarding the Entrepreneur in a memory location accessible by 
the Facilitator's web site (Section I); 

D) the Facilitator's web site registering with a Registry a 
requested available domain name having a label and a top-level 
domain in response to the Entrepreneur's request for the domain 
name on the Facilitator's web site (Section II). 

Go Daddy does not teach; however, Chauchard teaches 
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D) assisting the Entrepreneur in trademarking a name, 
wherein the Facilitator's web site is accessible to a plurality 
of Entrepreneurs over the Internet (paragraphs 75-80) . 

Considering Go Daddy and Chauchard as a whole, it would 
have been obvious to one skilled in the art at the time of the 
invention to provide a process implementing a website such as Go 
Daddy with modifications as taught in Chauchard because this 
would provide a manner in which to conveniently trademark a 
domain name simultaneously with registering said domain name and 
with receiving hosting services for the website associated with 
the domain name . 

3. Claims 4-6, 10-12, and 16-18 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Go Daddy in view of Chauchard, 
as applied to claims 1-3, 7-9, 13-15, and 19, above, and further 
in view of the United States Patent and Trademark Office, 
www.uspto.gov, 29 February 2000 (hereinafter referred to as 
■"^USPTO") based on the same reasoning provided in Examiner's 
previous Office Action. 

Referring to claims 4, 10, and 16: 

Go Daddy and Chauchard fail to teach; however, USPTO 

teaches linking the Entrepreneur with the official web site for 
the United States Patent and Trademark Office (Section I) . 
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Considering Go Daddy, USPTO, and Chauchard as a whole, it 
would have been obvious to one skilled in the art at the time of 
the invention to provide a process implementing a website such 
as Go Daddy with modifications as taught in Chauchard and USPTO 
for facilitating steps in registering domain names 
simultaneously with applying for trademarks before the USPTO. 

Referring to claims 5, 11, and 17: 

Go Daddy and Chauchard do not teach; however, USPTO teaches 
the steps of receiving trademark information from the 
Entrepreneur, creating hardcopy trademark forms containing the 
trademark information, transmitting the hardcopy trademark forms 
to the Entrepreneur and instructing the Entrepreneur in the 
procedure for submitting the hardcopy trademark forms to the 
United States Patent and Trademark Office (Section III) . 

Considering Go Daddy, USPTO, and Chauchard as a whole, it 
would have been obvious to one skilled in the art at the time of 
the invention to provide a process implementing a website such 
as Go Daddy with modifications as taught in Chauchard and USPTO 
for facilitating steps in registering domain names 
simultaneously applying for trademarks before the USPTO. 

Referring to claims 6, 12, and 18: 

Go Daddy and Chauchard do not teach; however, USPTO teaches 
the steps of receiving trademark information from the 
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Entrepreneur, creating electronic trademark forms containing the 
trademark information and electronically submitting the 
electronic trademark forms to the United States Patent and 
Trademark Office (Section II) . 

Considering Go Daddy, USPTO, and Chauchard as a whole, it 
would have been obvious to one skilled in the art at the time of 
the invention to provide a process implementing a website such 
as Go Daddy with modifications as taught in Chauchard and USPTO 
for facilitating steps in registering domain names 
simultaneously with applying for trademarks before the USPTO. 
Response to Argiments 

Applicant's arguments filed 28 August 2009 have been fully 
considered but they are not persuasive. 

Applicant argues that Chauchard does not teach a 
Facilitator's web site for facilitating the filing of a 
trademark. However, Go Daddy teaches a Facilitator's web site, 
as is provided in the other claim limitations . By combining the 
prior art references. Examiner is asserting that Go Daddy 
supplies what Chauchard is lacking - the website. Examiner 
merely left the claim limitation language whole (i.e. did not 
previously remove the words '*^the Facilitator's web site") for 
ease of review. 
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In response to applicant's argument that the examiner's 

conclusion of obviousness is based upon improper hindsight 

reasoning, it must be recognized that any judgment on 

obviousness is in a sense necessarily a reconstruction based 

upon hindsight reasoning. But so long as it takes into account 

only knowledge which was within the level of ordinary skill at 

the time the claimed invention was made, and does not include 

knowledge gleaned only from the applicant's disclosure, such a 

reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 

170 USPQ 209 (CCPA 1971) . Examiner notes the cited portion of 

Examiner's OA was in the Examiner's response to applicant's 

arguments and Examiner was merely responding to said arguments, 

NOT asserting obviousness. To clarify. Examiner asserts that at 

the time of applicant's invention, it would have been obvious to 

use a web site, rather than a "mere" software program to provide 

assistance in filing a trademark, particularly as the USPTO 

provided an online manner of filing trademarks since at least 29 

February 2000 (see the prior art provided with previous Office 

Action) . 

In response to applicant's argument that there is no 

suggestion to combine the references, the examiner recognizes 
that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed 
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invention where there is some teaching, suggestion, or 
motivation to do so found either in the references themselves or 
in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. 
Cir. 1992) . 

In KSR, the Supreme Court particularly emphasized "the need 
for caution in granting a patent based on the combination of 

elements found in the prior art, "Id. at , 82 USPQ2d at 1395, 

and discussed circumstances in which a patent might be 
determined to be obvious. Importantly, the Supreme Court 
reaffirmed principles based on its precedent that "[t]he 
combination of familiar elements according to known methods is 
likely to be obvious when it does no more than yield predictable 

results. "Id. at , 82 USPQ2d at 1395. The Supreme Court stated 

that there are "[t]hree cases decided after Graham 

[that] illustrate this doctrine." Id. at , 82 USPQ2d at 

1395. (1) "In United States v. Adams, . . . [t]he Court 
recognized that when a patent claims a structure already known 
in the prior art that is altered by the mere substitution of one 
element for another known in the field, the combination must do 
more than yield a predictable result." Id. at , 82 



Application/Control Number: 10/811,616 Page 12 

Art Unit: 3689 

USPQ2d at 1395. (2) "In Anderson ' s-Black Rock, Inc. v. Pavement 
Salvage Co.,. . . [t]he two [pre-existing elements] in 
combination did no more than they would in separate, sequential 

operation. "Id. at , 82 USPQ2d at 1395. (3) I ] n Sakraida v. 

AG Pro, Inc., the Court derived . . . the conclusion that when a 
patent simply arranges old elements with each performing the 
same function it had been known to perform and yields no more 
than one would expect from such an arrangement, the combination 
is obvious." SEE MPEP 2141 

Exemplary rationales that may support a conclusion of 
obviousness include: 

(A) Combining prior art elements according to known methods 
to yield predictable results; 

(B) Simple substitution of one known element for another to 
obtain predictable results; 

(C) Use of known technique to improve similar devices 

(methods, or products) in the same way; 

(D) Applying a known technique to a known device (method, or 
product) ready for improvement to yield predictable results; 

(E) ■'^Obvious to try " - choosing from a finite number of 
identified, predictable solutions, with a reasonable expectation 

of success; 
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(F) Known work in one field of endeavor may prompt variations 
of it for use in either the same field or a different one based 
on design incentives or other market forces if the variations 
are predictable to one of ordinary skill in the art; 

(G) Some teaching, suggestion, or motivation in the prior art 
that would have led one of ordinary skill to modify the prior 
art reference or to combine prior art reference teachings to 
arrive at the claimed invention. See MPEP § 2143 for a 
discussion of the rationales listed above along with examples 
illustrating how the cited rationales may be used to support a 
finding of obviousness. See also MPEP § 2144 - §2144.09 for 
additional guidance regarding support for obviousness 
determinations . 

Examiner specifically finds that rationales A) and E) are 
applicable in this case. Specifically, Examiner asserts that a 
person of ordinary skill in the art (PHOSITA) at the time of 
invention would have found it obvious to combine the elements 
(above) and that in combination, each element merely performs 
the same function as it does separately. Further, a PHOSITA 
would have recognized that the results of the combination were 
predictable. The only difference in the prior art and the 
instant invention is the combination of the elements into a 
single website. 
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Further, Examiner asserts that it would have been "obvious 
to try" the combination claimed by applicant. The problem or 
need in the art at the time of invention was that many persons 
who apply for a domain name also wished to apply for a trademark 
and to do so, they had to go to separate providers. The only 
clear solution is for the same provider to provide registration 
for a domain name and assistance in filing trademarks. One of 
ordinary skill in the art at the time of invention could have 
provided this combination. 

Applicant asserts that the motivation to combine appears to 
come from the application. However, he does not recite any 
specific passages which support his statement. Further, merely 
because Examiner and applicant both find the same motivation, it 
does not follow that the motivation is improper. If the 
motivation is obvious, it is still obvious even when stated by 
applicant . 

Contact 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to CARRIE A. 
STRODER whose telephone number is (571)270-7119. The examiner 
can normally be reached on Monday - Thursday 8:00 a.m. - 5:00 
p.m. ET. 
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If attempts to reach the examiner by telephone are 

unsuccessful, the examiner's supervisor, Jan Mooneyham can be 

reached on (571)272-6805. The fax phone number for the 

organization where this application or proceeding is assigned is 

571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 

(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 

(IN USA OR CANADA) or 571-272-1000. 

/CARRIE A. STRODER/ 
Examiner, Art Unit 3689 

/Janice A. Mooneyham/ 

Supervisory Patent Examiner, Art Unit 3689 



